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Bef ore Quinn, Wendel and Bottorff, Adm nistrative Trademark
Judges.

Opi ni on by Quinn, Admnistrative Trademark Judge:

An application has been filed by The 67 Liquor Shop,
Inc. to register the mark WALL STREET W NE EXCHANCE f or
“W ne brokerage services.”?!
Regi stration has been refused by the Trademark

Exam ning Attorney under Section 2(d) of the Trademark Act

on the ground that applicant’s mark, as used in connection

! Application Serial No. 75/724,894, filed June 9, 1999, alleging
a bona fide intention to use the mark in commerce. Applicant
subsequently filed an anendnent to all ege use setting forth dates
of first use of May 29, 2000.
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with applicant’s services, so resenbles the previously
regi stered mark WALL STREET for “whiskey”? as to be likely
to cause confusion.

Wien the refusal was nade final, applicant appealed.?
Applicant and the Exam ning Attorney filed briefs. An ora
heari ng was not request ed.

The Exam ning Attorney maintains that the marks are
highly simlar and that the goods and services are rel ated.
As to the later point, the Exam ning Attorney asserts that
wi ne and whi skey often emanate froma comon source and
that these goods travel in the sanme trade channels. The
Exam ning Attorney goes on to state that it is “comon
practice for retailers to sell goods featuring the sane
mark as its store” and that “[c]onsuners are likely to
believe that the applicant’s w ne brokerage services
feature whiskey with the same brand nanme as the services,
or that the whiskey is provided by the sane party as the
source of the wi ne brokerage services.” The Exam ni ng
Attorney argues that retailers are likely to be confused as

well. In response to applicant’s argunent based on | aws

2 Regi stration No. 963,057, issued July 3, 1973; renewed.

® The final refusal also was based on applicant’s failure to
conmply with a requirenent to disclaimthe words “W ne Exchange”
apart fromthe mark. Applicant, inits reply brief, proffered a
di sclainer in conpliance with the requirement. Accordingly, the
issue is noot, and a disclainmer of the words “Wne Exchange” has
been entered in the file.
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prohi biting the sane entity fromdistilling and al so
selling the al coholic beverages, the Exam ning Attorney
states that consuners may not even be aware of such | aws.
I n support of the refusal, the Exam ning Attorney submtted
excerpts retrieved fromthe NEXI S dat abase and the
Internet, and third-party registrations, all of which show,
according to him that w ne and whi skey may enmanate from
t he same source.

Applicant readily concedes that the marks are simlar,
stating that “[a]s self apparent here, the principa
portion of each of the marks is WALL STREET, so the
consideration [of |ikelihood of confusion] necessarily
revolves around the simlarity or dissimlarity between the
goods and services.” Applicant asserts that the al coholic
beverage industry is heavily regul ated by governnent al
| aws, and that there is a very clear denarcati on between
distillers on the one hand and sellers on the other hand.
Applicant points to federal and state |laws that prevent the
sanme entity fromdistilling al coholic beverages and then
al so acting as a direct seller of themto the public. 1In
response to the Exam ning Attorney’s evidence, applicant
argues that the rel atedness of w ne and whiskey is not the
specific conparison to nake here, but rather w ne brokerage

servi ces and whi skey nust be conpared. Applicant states
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that there is no evidence that consumers expect a single
source to be responsible for both wi ne brokerage services
and whi skey, and, noreover, that it is legally inpossible
for any conpany to both produce distilled al coholic
beverages and directly sell them |In support of its
position, applicant submtted the declaration of Bernard
Wei ser, applicant’s president. M. Wiser attests to
federal and New York state |laws providing that distillers
are not permtted to sell at retail directly to the
consum ng public; rather, the distillers sell their
al coholic beverages to distributors who, in turn, sell them
to retail stores for ultimate distribution to purchasers.
Wth its reply brief, applicant submtted a copy of its
recently issued (June 19, 2001) Registration No. 2,462, 666
for the mark WALL STREET for services including “w ne
tradi ng and w ne brokerage.”*

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence that are rel evant

to the factors bearing on the likelihood of confusion

i ssue. Inre E. |I. du Pont de Nenpburs & Co., 476 F.2d

* Al though the subnission is technically untinely, a remand of
the application to the Exam ning Attorney woul d have been

war rant ed i nasnuch as this evidence was not previously avail able.
Thus, we have considered the registration. W hasten to add,
however, that, even in its absence, we woul d have reached the
sane result on the nerits.
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1357, 177 USPQ 563 (CCPA 1973). In any Ilikelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. Federated Foods, Inc. v. Fort
Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

Applicant’s mark WALL STREET W NE EXCHANGE and
registrant’s mark WALL STREET are simlar in sound,
appearance and neani ng. Applicant does not disagree and,
thus, we turn to focus our attention, as has applicant, on
a conparison of applicant’s w ne brokerage services with
regi strant’s whi skey.

The recitation of services in the application and the
identification of goods in the cited registration contro
the | egal conparison herein. Canadian |nperial Bank v.

Wel |'s Fargo Bank, 811 F.2d 1490, 1 USPQd 1813, 1815 (Fed.
Cir. 1987); and In re El baum 211 USPQ 639 (TTAB 1981). W
recogni ze, at the outset of our consideration, that the
Exam ning Attorney’s evidence suggests that whi skey and

Wi ne may ermanate froma single source. W agree with
applicant, however, that its services are “one step
renoved” fromw ne. Wile the evidence shows that whi skey
and wine are broadly related in that both are al coholic
beverages, nevertheless, there is a clear distinction

bet ween whi skey and wi ne brokerage services. The record is
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devoi d of any evidence suggesting that these specific goods
and services, nanely “whi skey” and “w ne brokerage
services,” may enmanate froma commobn source. Moreover, as
hi ghli ghted by applicant, the l|ikelihood of confusion
scenari os advanced by the Exam ning Attorney are not
realistic given the federal |laws preventing a distiller of
al coholic beverages fromalso acting as a retailer of
al cohol i ¢ bever ages.
Based on the record before us, we see the Exam ning
Attorney’ s view of the likelihood of confusion as anounting
to only a specul ative, theoretical possibility, especially
in view of the distinction between the goods and services
and the highly regul ated nature of the al coholic beverage
i ndustry. Language by our primary review ng court is
hel pful in resolving the |ikelihood of confusion issue in
this case:
We are not concerned wth nere
t heoretical possibilities of confusion,
deception or mstake or with de mnins
situations but with the practicalities
of the commercial world, with which the
trademark | aws deal .

El ectronic Design & Sales Inc. v. Electronic Data Systens

Corp., 954 F.2d 713, 21 USPQRd 1388, 1391 (Fed. Cir. 1992),

citing Wtco Chemcal Co. v. Witfield Chem cal Co., Inc.
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418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g
153 USPQ 412 (TTAB 1967).

Decision: The refusal to register is reversed.



